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m 



The ^endmen. -o o-- Cain, 33 canbe found, fo, ca^ple, 

„ is submitted that support for the amendment to clatm 33 

,he speeiftcation at page 5. lines .5 - H, and original e.a,m 33. 



^l?,Reiectio..s „„cr 112 second paragraph, as being 

cairn 33 stands rejected ' snbiec. matter 

.naen.itefor.a.U.g..para-;..P-;'-^^^^^ 
«hieb Applicants regard as .be rnvenOon. Th. Pa^ 
r„m.beclain,la.g>.age.Vad.a.lo.cnrab,eeear a « 

Claim a curable composition for obtaining a clear coat or 
radiation curing a c.rable composition ^ 

It is submitted that the amendment to claim 33, ove 
of the rejection is requested. 

^^^,n,.3,iMM..«.---«'«--"""^""'*""' 

The Patent OfSoe asserts tn ^ 
containing an aqueous carrier and a colorant, and « - ^^^^^ ^^^^ 

siioxane surfactant and a fluorinated surfact... ^ ^^^'^l fluorinated surfactants 

=es.hat,t.„,dba.^ 
LtosubstUu.eaf,uorinatedsurfact3nteonta,m.g.ca.^n — 

„„,.„,.ca.onatomsm*e.r— 1^^^^^^^ 

------ 

respect to claims 23 and 26 - 28, the i-aien 
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in *e art .o employ .he ink composMons disclosed by Held in a method of .nk je, 
■ — .ee.i„S..ein.co.posUions«.™anin.i.pHn*^^ 

Laus Held teaches that the disclosed compositions a.e suitable i,*s fot tnk.et pnnt. 

Wi.ho„tagreeingt„thePate„tOff.c.scha,acteHza«onofHe.d,oradm,n>n,.ha.U, 

section is even proper, it is submitted that Held does not teach or properly suggest an ,nk,e, 
riposittouLpHsinsa— edsnrfactanthavmsaper— ^^^^^^ 
e3H„„ atoms tnaninkjetit^accordingtoclarml. Held rndtcatesthatthefluorrnat^a^ 

^„up of the fluorinated surfactant should have ftom 6 to 22 carbon 

Lwnn 6, lines 43 - 49). Absent a specific teaching or proper suggestton m Held *at on 

c uldsuc essfi.llyuseafiuormatedsurfacta„thavingaperfluoroaMroupw.th4carbon 

:l,or specific ev,dencethatoneoford,naryskilUntheartwouldbemotivat^t„nrod.,y 

..e teaching of Held as applied in the reiection, the only motivation to -^^^ 
fluorinated surfactant according to the claimed invention must be .mpermtss.ble hmds.^t 
reasoning based on Applicants' own disclosure. ^ . , 

„ is submttted that, for at least these r^sons. the Paten. Oflice has no, esUbhshe^^a 
case ofobviousncss. and claim . is therefore patentable over Held Cla.ms 12, 
n, ,8, 19, 21, 23, and 26 - 29 each add add,tionai features to patentable cl.m 1, and are 

therefore likewise patentable. ,„,,,„„ j, 23 and 26 - 29 under 35 

ta summary, the rejection of claims 1, 12, 13, 18, 19, 21, 23, an 
use 103(a, as being unpatentable over Held has been overcome and should be w.thdrawn. 

aaio« 1, 12, 13,18, 19, 21, 22, 23. a.d 2«9 stand rejected under 35 USC ,03(.) 

as betas nnpatentable over EP 0 974 626 Al. 

The patent Omce asserts *a, EP .26 discloses aqueous pi^ented inks compnstng an 
.,ueous vehicle, an insoluble colorant, a polymeric dispersant, and a silicon or fiuorina^ 
slfactant for InkJet printing on vinyls. The Patent Office ar^es that it wou d have e^ 
<*vious to one skilled in the art to select surfactant No. 4 ftom the fluorinated surfactants 
disclosed by EP .26 because EP .26 teaches that a fluoroalcoho, substituted monoe^r 
polyethylene glycol ortelomer B monoether with po.ye*ylene glycol are preferred. The 
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Patent Office further argues that it would have been obvious to one skilled in the art to 
substitute a fluorinated surfactant containing 4 carbon atoms instead of die surfactant 
containing 6 carbon atoms in the perfluoralkyl g«,up taught by EP '626, with the expectation 
of obtaining similar surfactant properties, in the absence of evidence to tile contrary. 

Witiiout agreeing to the Paten. Office's characterization of EP '626, or admitting that 
the rejection is even proper, it is submitted that EP '626 does no, teach or properly suggest an 
Inkjet ink composition comprising a fluorinated surfactant having a perfluoroalkyl group 
having 4 carbon atoms in an Inkjet ink according to claim I. EP '626 clearly indicates ttia. tiie 
fluorinated surfactant should have from 6 to 22 carbon atoms (e.g.. see EP '626 at page 6, lines 
5-12) Absent a specific teaching or proper suggestion in EP '626 timt one could successfully 
use a fluorinated surfactant containing a perfluoroalkyl group with 4 carbon atoms, or specific 
evidence that one of ordinary skill in the art would be motivated to modify the teaching of EP 
■626 as applied in the rejection, the only motivation to utihze such a fluorinated surfactant 
according to die claimed invention must be impermissible hindsight reasoning based on 

Applicants' own disclosure. 

It is submitted that, for at least these reasons, the Patent Office has not established a 
prima facie case of obviousness, and claim 1 is therefore patentable over EP '626. Clarms 12, 
13, 18, 19, 21, 23, and 26 - 29 each add additional features to patentable claim 1, and are 

therefore likewise patentable. 

in summaiy, the rejection of claims 1, 12, 13, 18, 19, 21, 23, and 26 - 29 under 35 
use 103(a) as being unpatentable over EP '626 has been overcome and should be wiflidrawn. 

Claims 1, 14-17, 19, 21-29, and 33 are rejected under 35 USC 103(a) as being 
unpatentable over Caiger et al. (6,114,406) in view of Held or EP '626. 

The Patent Office asserts tiiat Caiger et al. disclose radiation curable ink compositions 
comprising aciylate monomers and oligomers, a photoimtiator and a fluorosurfactant. The 
Patent Office flmher asserts that Caiger et al. teach tiiat suitable surfactants are preferably 
non-ionic and use fluoro surfactants in the examples (column 3, lines 52-55). The Patent 
Office further asserts Held and EP '626 each disclose fluorinated surfactants analogous to the 
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. . , ■ , The Patent Office argue, that it would have been obv.ous to 
todformulasettorth,ncla.ml. ThePatentu B hv Held or by EP '626 as the 

„„e«,edinthea«toentpWtKefluortna.edsurfactant.tau^^y^^^^^^^^ 
fl„„r„surfaotan.h,thein.co™posUion.disc,o.dyCa.er«^^^^^^^ 

withpolyemyleneglycolarepreferred. ThePatent ^„„,3i„i„g 4 carbon 

heen obvious to one *i«ed in the art to substttute a <^---^^^^ ,„^, 
.„n,s instead of .be surfactant containing 6 carbon a,on,s ,.^^*e p^^^^ 

EP .626, with the expectation otobtaining similar surfactant propert.es, 

evidence .0 .he co„»ary^ ^^^^^ ^ ^^^^^^ ,p ,,eh 

::.,n.co.posi.,onco.«f.„^^ 

a,, in view of Held or EP '626 fails .0 achieve .he ■nven..on of e„her cla,m 

which are fterefore pa.en.able. established a 

^-^'trrral'lrepatentableoverCaigeret 
case of obviousness, and c,=^ 1^«3^^* ^ 

d i„viewofHeldorEP'626. Claims 14 - 17, 19, and 21 
patenuble Calm 1, and are therefore likewise p— 

summary. 4.e rejection of cla,ms 1,14-17, 
,03(a) as being unpatenUble over Caiger et al. m v.ew of Held or 

^"":r~ove,itissubmit.ed.a..heapplicaUonis.ncond.tionforal„ 
Reconsideration of the application is requested. 
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plication No.: 09/911,279 

Allowance of claims 1 - 33, as amended, a. an early date is solicited. 

Respectfully submitted, 

^■-gfeS^fJiT^^ri^^ 34,455 

Date TelephoneNo.: 651-736-4172 



Office of Intellectual Property Counsel 
3M Innovative Properties Company 
P.O. Box 33427 
St. Paul, MN 55133-3427 
Facsimile No.: 651-736-3833 
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V ricim 1 8 further comprising at least one 
19. (Amended) The ink composition of Claim 18, turtner v 

of a humectant^and a colorant stabiUzer. 

33. (Amended) An InkJet printable radiation curable ^UiSElel-^ 
comprising: 

a vehicle comprising a polymerizable matenal; 
aphotoinitiator; and 
a fluorochemical surfactant; 
wherein no colorant is present; and 

^..erwhereinthefluorochemical surfactant comprises oneor more surfactants 
having one or more chemical structures selected from: 

R2 



,/vvsA~^H2 C ^ 



b=-o 

1 
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and 



R2 



..vwv^Hz C ] ^CH2 C 



)=0 
O 

I 

(CH2)n 
R 

^2 
C4F9 



R2 



r 

o 



=0 



(R3)z 
Rl 



R 



C4F9SO2N (CH2CH20)f Ra 



wherein 

•^^^'^'^^ represents a bond in a polymer chain; 
Rfis -C4F9 or -C3F7; 

R, Rl, R2 and Ra are each independently hydrogen or alkyl groups 

having 1 to 4 carbon atoms; 

R3 comprises one or more straight or branched polyalkylene-oxy 

groups having 2 to 6 carbon atoms in each group; 
n is an integer from 2 to 10; 
X, y and z are integers of at least 1 ; and 
r is an integer of 2 to 20. 
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